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DETAILED ACTION 

1. Restriction to one of the following inventions is required under 35 U.S.C. 121: 

I. Claims 1-15, drawn to apparatus to control power distribution from a UPS, 
classified in class 713, subclass 300. 

II. Claims 16-38, drawn to apparatus and method for expanding a computer 
interface, classified in class 710, subclass 101. 

The inventions are distinct, each from the other because of the following reasons: 

2. Inventions I and II are related as subcombinations disclosed as usable together 
in a single combination. The subcombinations are distinct from each other if they are 
shown to be separately usable. In the instant case, invention I has separate utility such 
as controlling distribution of power from an uninterruptible power supply. See MPEP § 
806.05(d). 

3. Because these inventions are distinct for the reasons given above and have 
acquired a separate status in the art as shown by their different classification, and the 
search required for Group I is not required for Group II, and have acquired a separate 
status in the art because of their recognized divergent subject matter, restriction for 
examination purposes as indicated is proper. 

4. During a telephone conversation with Mr. Marvin Beekman on 8/13/2003 a 
provisional election was made without traverse to prosecute the invention of 
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Group II, claims 16-38. Affirmation of this election must be made by applicant in 
replying to this Office action. Claims 1-15 are withdrawn from further 
consideration by the examiner, 37 CFR 1.142(b), as being drawn to a non-elected 
invention. 

Claim Rejections - 35 USC §112 

Claim 30 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

In claim 30, the phrase "the bus control module controls a plurality of switches to 
control power from the UPS to a plurality of external devices" is unclear and cannot be 
ascertained. In claim 16, the bus control module provides protocol conversion between 
buses. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 
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Claims 16, 17, 18, 20, 28, 32-34, 36-38 are rejected under 35 U.S.C. 102(e) as 
being anticipated by Dickens et al. 

At the outset, it is noted that similar claims will be grouped together to avoid 
repetition in explanation. 

As broadly drafted, these claims do not define any structure that differs from 
Dickens et al. With regard to claims 16, 31 , it is first noted that it has been held that the 
recitation that an element is "adapted to" perform a function is not a positive limitation 
but only requires the ability to so perform. It does not constitute a limitation in any 
patentable sense. In re Hutchison, 69 USPQ 138. In any event, Dickens et al. discloses 
a device (100) for expanding a computer interface, comprising: an upstream connector 
for connecting to a computer (105) through a serial bus (106) using a serial bus 
protocol, wherein the device (100) is external to the computer (105); at least one legacy 
expansion bus structure (132, for example), each legacy expansion bus structure 
having a legacy bus protocol; and a bus control module (USB host controller 
154/156/158, for example) connected to the upstream connector and to the at least one 
legacy expansion bus structure, wherein the bus control module is adapted to provide a 
protocol conversion between the serial bus protocol and the legacy bus protocol. With 
regard to claim 17, the legacy expansion bus structure may be a PCI bus 132. With 
regard to claim 18, the legacy expansion bus structure may be a ISA bus 160. With 
regard to claim 20, the legacy bus may be a PCMCIA bus with PCMCIA controller 134. 
With regard to claim 28, the serial bus includes a Universal Serial Bus (USB). With 
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regard to claims 32-34, 36, 37, and 38, it is clear that one using the device of Dickens et 
al. would have performed the same method steps set forth in claims 32-34, 36-38. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 19 and 35 are rejected under 35 U.S.C. 103(a) as being unpatentable 

over Dickens et al. 

Dickens et al., as explained above, discloses the claimed invention including the 
use of a plurality of legacy buses. However, Dickens et al. does not disclose the use of 
a EISA bus. It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to provide Dickens et al. with a EISA bus, since the Examiner takes 
Official Notice that EISA bus (an extension of the ISA architecture, which is a 
standardized version of the bus originally developed by IBM for their PC computers) is 
notoriously well-known as a legacy bus; and it is clear that providing Dickens et al. with 
such a bus only involves ordinary skill in the art. If Applicants choose to challenge the 
fact that EISA bus is old and well-known, supportive document(s) will be provided upon 
request. 
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Claims 21-27 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Dickens et al. 

Dickens et al., as explained above, discloses the claimed invention including the 
use of at least one legacy bus structure. However, Dickens et al. does not disclose the 
use of an expansion slot (claim 21) having an expansion card (claim 22) connected 
thereto. It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to provide the device of Dickens et al. with an expansion slot (PCI 
slot, for example) having an expansion card (PCI card, for example), since the 
Examiner takes Official Notice that the use of PCI slot for PCI card comprising serial 
port (claim 22) or parallel port (claim 23) is notoriously old and well-known in the art; 
and it is clear that providing Dickens et al. with such PCI slot/card only involves ordinary 
skill in the art. If Applicants choose to challenge the fact that PCI slot/card is old and 
well-known, supportive document(s) will be provided upon request. With regard to 
claims 24-27, it would have been obvious to one of ordinary skill in the art at the time 
the invention was made to provide the device of Dickens et al. with a modem connector 
(claim 24), a network connector (claim 25), DSL port (claim 26), or cable modem (claim 
27) connected to at least a legacy bus, since the Examiner takes Official Notice that the 
use of a modem connector (claim 24), a network connector (claim 25), DSL port (claim 
26), or cable modem (claim 27) for connection to the Internet or Networking is 
notoriously old and well-known in the art; and it is clear that providing Dickens et al. with 
such a modem connector (claim 24), a network connector (claim 25), DSL port (claim 
26), or cable modem (claim 27) for connection to the Internet or Networking only 
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involves ordinary skill in the art. If Applicants choose to challenge the fact that a modem 
connector (claim 24), a network connector (claim 25), DSL port (claim 26), or cable 
modem (claim 27) is old and well-known for providing connectivity to the Internet or 
Networking, supportive document(s) will be provided upon request. 

Claims 29-30 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Dickens et al. 

Dickens et al., as explained above, discloses the claimed invention except the 
use of an uninterruptible power supply (UPS). However, UPS is well-known for its use 
in computer and electronic devices to prevent power surge and data loss from power 
failure. It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to provide Dickens et al. with a UPS, since the Examiner takes 
Official Notice that UPS is notoriously well-known in the art; and it is clear that providing 
Dickens et al. with such a UPS only involves ordinary skill in the art. If Applicants 
choose to challenge the fact that UPS is old and well-known, supportive document(s) 
will be provided upon request. With regard to claim 30 (as best understood), it is clear 
that the device of Dickens et al. controls electrical/logic switches to continue provide 
power to a plurality of external devices connected thereto in case of a sudden power 
failure so that data loss, for example, can be prevented. 

U.S. Patent Nos. 5,784,581 to Hannah, 6,324,605 to Rafferty et al., 6,131,125 to 
Rostoker et al., and 6,625,790 to Casebolt et al. are cited as relevant art. 
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Any inquiry concerning this communication should be directed to Khanh Dang at 
telephone number 703-308-021 1 . 

Khanh Dang 
Primary Examiner 



